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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
In re Application Serial No. 85/213,453 
Filed: January 8, 2011 
For Mark: NYC BEER LAGER and Design 
Published in the Official Gazette: December 6, 2011 
 
- - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - -  X  

 
Opposition No. 91204122 
 
 
 

EMPIRE STATE BUILDING COMPANY L.L.C., 
 
Opposer, 

v. 

MICHAEL LIANG, 
 

Applicant. 

: 
: 
: 
: 
: 
: 
: 
: 
: 
: 
: 
: 

- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- --  X 
 

OPPOSER’S MOTIONS TO AMEND AND TO SUSPEND PENDING 
CONSIDERATION OF THE MOTION TO AMEND 

 
MOTIONS 

 
Upon the annexed Declaration of Eric J. Shimanoff and the exhibits thereto, including the 

proposed Amended Notice of Opposition attached as Exhibit A to the Shimanoff Declaration, 

and the memorandum of law set forth herein, Opposer hereby moves for an order, pursuant to 37 

C.F.R. § 2.107, T.B.M.P. § 507 and Fed. R. Civ. P. 15(a), granting Opposer leave to amend its 

Notice of Opposition.  As grounds for their motion, Opposer asserts that evidence brought to 

light by Applicant’s recent responses to Opposer’s discovery requests revealed an additional 

ground for opposition, namely, that Applicant lacked a bona fide intention to use the mark at 

issue in United States commerce at the time he filed his application for registration.   
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Opposer further moves that the proceeding be suspended pending the Board’s 

consideration of this motion and, pursuant to 37 C.F.R. § 2.121(a), that the parties’ pretrial 

disclosure and testimony periods be reset once the Board decides the motion. 

MEMORANDUM IN SUPPORT OF MOTIONS   

STATEMENT OF FACTS 
 

 Opposer initiated this opposition proceeding by filing a Notice of Opposition on March 1, 

2012, against Application Serial No. 85/213,453 filed by Applicant seeking to register on an 

intent-to-use basis the mark NYC BEER LAGER and Design shown below:  

 

(“Applicant’s Mark”) for “Alcohol-free beers; Beer; Beer, ale and lager; Beer, ale and porter; 

Beer, ale, lager, stout and porter; Beer, ale, lager, stout, porter, shandy; Beers; Black beer; 

Brewed malt-based alcoholic beverage in the nature of a beer; Coffee-flavored beer; De-

alcoholised beer; Extracts of hops for making beer; Flavored beers; Ginger beer; Hop extracts for 

manufacturing beer; Imitation beer; Malt beer; Malt extracts for making beer; Malt liquor; Non-

alcoholic beer; Pale beer; Porter” (“Applicant’s Goods”) in International Class 32.  Shimanoff 

Decl. ¶ 2.  The Notice of Opposition alleged that registration of Applicant’s Mark was likely to 

result in confusion, would falsely suggest a connection between Applicant and Opposer and/or 

cause a likelihood of dilution by blurring of the distinctive quality of Opposer’s Empire State 

Building Marks, as defined in Paragraph 1 of the Notice of Opposition.  Id. ¶ 3 
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On February 19, 2013, Opposer served Applicant with Opposer’s First Set of 

Interrogatories and Request for Production of Documents and Things and Opposer’s First Set of 

Requests for Admissions by first class mail.  Id. ¶ 4 and Ex. B.  After being forced to file two 

separate motions—one to compel and the other for sanctions—based on Applicant’s failure to 

comply with both his discovery obligations and a Board Order compelling responses, Applicant 

finally served amended responses to Opposer’s discovery requests on or about April 15, 2014, 

over one year after they originally were due.  Id. ¶ 5 and Ex. C.  While these responses still are 

incomplete and are in violation of the Board’s most recent Order and the Federal Rules of Civil 

Procedure, they did reveal the following: 

(a)  Neither Applicant nor any party authorized by Applicant has made use of 
Applicant’s Mark in connection with Applicant’s Goods in the United 
States.  Id. Ex. C (Applicant’s Amended Resp. to Opposer’s Interrog. Nos. 
1, 5, 6; Applicant’s Amended Resp. to Opposer’s Doc. Req. No 6). 

(b) Applicant cannot identify any advertising, marketing or promotional 
materials that he has used or intends to use in connection with Applicant’s 
Goods bearing or rendered in connection with Applicant’s Mark.  Id. 
(Applicant’s Amended Resp. to Opposer’s Interrog. Nos. 10, 11). 

(c) Applicant has not marketed Applicant’s Goods bearing or rendered in 
connection with Applicant’s Mark in the United States and has no present 
intent to market such goods in the United States.  Id. (Applicant’s 
Amended Resp. to Opposer’s Interrog. No. 13). 

(d) Applicant has no documents concerning: specimens; labels, tags or 
packaging; advertising, marketing, or promotional materials, including but 
not limited to brochures, catalogues, circulars, flyers, media plans or press 
kits; advertising and promotional expenditures; trade shows or 
conventions; licenses; websites; market research or surveys and channels 
of trade relating to Applicant’s use or intended use of Applicant’s Goods 
bearing or rendered in connection with Applicant’s Mark.  Id. (Applicant’s 
Amended Resp. to Opposer’s Interrogatories Nos. 10, 11; Applicant’s 
Amended Resp. to Opposer’s Doc. Req. Nos. 1–3, 6–13, 18, 20).  

Additionally, in response to Opposer’s specific interrogatory that Applicant state whether 

he “has any documentation . . . reflecting [his] bona fide intention, prior to January 8, 2011, to 
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use Applicant’s Mark in commerce in connection with each and every [of Applicant’s Goods],” 

Applicant identified and produced one document, consisting of a three page handwritten note in 

Chinese from a single meeting that apparently took place in China in 2010, which Applicant 

refers to as a “business plan.”  Id. ¶ 6 & Exs. C (Applicant’s Amended Resp. to Opposer’s 

Interrog. No. 16) & D.  As discussed in detail below, this document, which states it is a “Plan to 

apply for a trademark” and sets forth no specific plan to market and sell Applicant’s Goods 

bearing or rendered in connection with Applicant’s Mark, does not show Applicant’s bona fide 

intent to use Applicant’s Mark in United States commerce.1 

ARGUMENT 

OPPOSER’S MOTION TO  
AMEND SHOULD BE GRANTED 

 
 “Pleadings in an opposition proceeding may be amended in the same manner and to the 

same extent as in a civil action in a United States district court.”  37 C.F.R. § 2.107.  Pursuant to 

Fed. R. Civ. P. 15(a), leave to amend “shall be freely given when justice so requires.”  Consistent 

with this standard, the Board “has recognized that ‘amendments to pleadings should be allowed 

with great liberality at any stage of the proceeding where necessary to bring about a furtherance 

of justice unless it is shown that entry of the amendment would violate settled law or be 

prejudicial to the rights of any opposing parties.’”  Commodore Electronics Ltd. v. CBM 

Kabushiki Kaisha, 26 U.S.P.Q.2d 1503, 1505 (T.T.A.B. 1993) (quoting American Optical Corp. 

v. American Olean Tile Co., Inc., 168 U.S.P.Q. 471, 473 (T.T.A.B. 1971)).  See also Polaris 

                                                 
1 Although Applicant identified this “business plan” in his interrogatory response served 

by first class mail on or about April 15, 2014, Applicant did not produce this document until on 
or about May 5, 2014, and only after counsel for Opposer further reiterated Applicant’s 
obligation to comply with his discovery obligations and the Board’s recent Order.  Counsel for 
Opposer immediately sent the document out for certified translation, which was delivered to 
counsel for Opposer on May 7, 2014.  Shimanoff Decl. ¶ 6. 
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Industries v. DC Comics, 59 U.S.P.Q.2d 1798, 1799 (T.T.A.B. 2001); Boral Ltd. v. FMC Corp., 

59 U.S.P.Q.2d 1701 (T.T.A.B. 2000).  

In the present case, the amendment is plainly in keeping with existing law, which 

recognizes that, pursuant to Section 1(b) of the Trademark Act, 15 U.S.C. 1051(b), at the time an 

applicant files an intent to use application, he must have a bona fide intent to use the mark in 

commerce.  The lack of such a bona fide intent is proper grounds for an opposition.  See 

Commodore Electronics Ltd., 26 U.S.P.Q.2d at 1507; Lane Ltd. v. Int’l Trading Co., 33 

U.S.P.Q.2d 1351, 1355 (T.T.A.B. 1994). 

It is settled that “the determination of whether an applicant has a bona fide intention to 

use the mark in commerce is to be a fair, objective determination based on all the 

circumstances.”  Id., at 1357.  The absence of documentary evidence on the part of an applicant 

showing its intent to use a mark “is sufficient to prove that applicant lacks a bona fide intention 

to use its mark in commerce as required by Section 1(b).”  Commodore Electronics, 26 

U.S.P.Q.2d at 1507.  Thus, in Research In Motion Ltd. v. NBOR Corp., the Board found that 

“Opposer has met its burden of demonstrating applicant’s lack of a bona fide intent to use the 

mark by showing that applicant has no documentary evidence regarding such intent” and where 

Applicant admitted in its discovery responses that: 

it has not offered any goods or services for sale under the involved mark; the 
mark has not been used and no plans have been made as to how the mark may be 
used; there is no projected date of first use in commerce; no channels of trade 
have been formulated or planned for the future; the classes of consumers and 
geographic areas of sales have not yet been determined; applicant has not 
undertaken any market studies, surveys, or focus groups; and no documents exist 
regarding plans for expansion and growth of the product and service lines under 
the mark. 

92 U.S.P.Q.2d 1926, 1930 (T.T.A.B. 2009) (record citations omitted). 
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Even an applicant’s production of one or more documents will be insufficient to 

demonstrate a bona fide intent to use where the overall objective evidence contradicts or 

overshadows those scant documents, or the documents themselves do not show any concrete 

plans taken by the applicant in furtherance of marketing or distributing goods or services bearing 

or rendered in connection with the mark at issue.  See, e.g., Swatch AG (Swatch SA) (Swatch 

Ltd.) v. M. Z. Berger & Co., 108 U.S.P.Q.2d 1463, 1472 (T.T.A.B. 2013) (“Three internal emails 

forwarding pictures of three stylized versions of the IWATCH mark, as well as images of one 

clock and two apparently identical watches featuring the IWATCH mark” insufficient to show 

bona fide intent to use); Lincoln Nat’l Corp. v. Anderson, 110 U.S.P.Q.2d 1271, 1281 (T.T.A.B. 

2014) (“we find that the documentary evidence of record [inter alia, applicant’s website setting 

forth general intentions, unsolicited mailings to potential licensees and handwritten list of 

expenditures] provides no significant support for applicant's claim that he had a bona fide 

intent”); SmithKline Beecham Corp. v. Omnisource DDS LLC, 97 U.S.P.Q.2d 1300, 1304 

(T.T.A.B. 2010) (“the minutes from applicant’s annual meetings contain only vague references 

to research and development of products in the dental field for consumers and dental 

professionals, filing various trademark applications for unspecified products, and the creation of 

a business plan”). 

In response to Opposer’s discovery requests, Applicant here admitted that he has failed to 

take any steps regarding the exploitation of Applicant’s Goods bearing or rendered in connection 

with Applicant’s Mark in the United States.  To wit, Applicant has not marketed or made use of 

Applicant’s Mark in connection with Applicant’s Goods or any other goods and services, and 

has no present intention to do so.  Shimanoff Decl. Ex. C (Applicant’s Amended Resp. to 

Opposer’s Interrog. Nos. 1, 5, 6; Applicant’s Amended Resp. to Opposer’s Doc. Req. No 6).  
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Additionally, Applicant has no documents concerning: specimens; labels, tags or packaging; 

advertising, marketing, or promotional materials, including but not limited to brochures, 

catalogues, circulars, flyers, media plans or press kits; advertising and promotional expenditures; 

trade shows or conventions; licenses; websites; market research or surveys or channels of trade 

relating to Applicant’s use or intended use of Applicant’s Goods bearing or rendered in 

connection with Applicant’s Mark.  Id. (Applicant’s Amended Resp. to Opposer’s Interrogatories 

Nos. 10, 11; Applicant’s Amended Resp. to Opposer’s Doc. Req. Nos. 1-3, 6-13, 18, 20).  

The sole document produced by Applicant in support of his purported bona fide intent to 

use his mark consisted of three pages of handwritten notes in Chinese from a single meeting in 

China four years ago in 2010.  But this document does not show a bona fide intent to use.  

Although it is entitled a “business plan,” it goes on to clarify that it is a “Plan to apply for a 

trademark simultaneously in China and the United States (see which one can be approved).  If it 

is approved, will plan to produce beer and related beverages in the United States and sell them in 

the China market.”  Id. Ex. D (emphasis added).  The rest of the document merely states that 

Applicant will need to produce and market his goods.  It does not contain any details about how 

such a plan will be implemented or the specific components thereof.   Nor does it show that any 

steps actually were taken pursuant to this “plan.”  This document is exactly the type of evidence 

that the Board found insufficient to show a bona fide intent to use in Lincoln Nat’l Corp. and 

SmithKline Beecham Corp 

Applicant’s responses to Opposer’s discovery requests thus provide Opposer with a clear 

basis on which to assert as an additional ground of opposition that Applicant lacked a bona fide 

intention to use Applicant’s Mark at the time that he filed his application.     
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Moreover, Applicant can make no claim of prejudice based on the assertion of this new 

ground for opposition.  Opposer has acted diligently in seeking such amendment promptly 

(within three weeks) after receiving Applicant’s responses to the discovery requests, which were 

delayed by over a year based on Applicant’s own failure to comply with his discovery 

obligations and an order of the Board.  Indeed, Opposer filed the instant motion within one day 

after receiving a certified translation of Applicant’s purported “business plan” (which only was 

produced four days ago), the only document identified by Applicant to show his bona fide intent 

to use.  Additionally, because the facts relating to the additional ground of opposition relate 

solely to Applicant’s own intentions, there is no additional discovery required on its part or other 

undue burden imposed by the amendment.  Given the absence of any prejudice to Applicant, the 

motion to amend should be granted.  See, e.g., Polaris Industries, 59 U.S.P.Q.2d at 1800; United 

States Olympic Committee v. O-M Bread Inc., 26 U.S.P.Q.2d 1221, 1223 (T.T.A.B. 1993). 

OPPOSER’S MOTION TO SUSPEND 
SHOULD BE GRANTED 

 
In order to permit sufficient time for the Board to decide Opposer’s motion prior to the 

onset of the pretrial disclosure and testimony periods,2 thereby ensuring that the parties have full 

notice of the actual issues to be tried, Opposer also respectfully requests that the proceeding be 

suspended pending consideration of the motion to amend and that, pursuant to 37 C.F.R. 

§ 2.121(a)(1), the pretrial disclosure and testimony periods be reset by the Board following its 

decision on Opposer’s motion to amend. 

                                                 
2 The Discovery period already closed and need not be reopened since the facts relevant 

to bona fide intent to use are exclusively within the knowledge of Applicant. 
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CONCLUSION 

For the foregoing reasons, Opposer respectfully requests that the Board suspend 

proceedings pending its determination of the motion to amend and that the Board issue an order 

granting Opposer leave to amend its notice of opposition in the form annexed as Exhibit A to the 

accompanying Shimanoff Declaration, and re-setting the pretrial disclosure and testimony 

periods following Applicant’s service of an answer to the amended notice of opposition. 

Dated: New York, New York   Respectfully submitted, 
 May 8, 2014    
      COWAN, LIEBOWITZ & LATMAN, P.C. 
      Attorneys for Opposer 
 
      By: /Lindsay M. Rodman/    
       William M. Borchard 

Mary L. Kevlin 
       Eric J. Shimanoff 

Lindsay M. Rodman 
 
      1133 Avenue of the Americas 
      New York, New York  10036 
      (212) 790-9200 
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CERTIFICATE OF SERVICE 
 

 I hereby certify that a true and correct copy of the foregoing Opposer’s Motions to 

Amend and to Suspend Pending Consideration of the Motion to Amend, including the supporting 

Declaration of Eric J. Shimanoff, Esq. and the exhibits thereto, was mailed on May 8, 2014 via 

First Class Mail, postage prepaid, to counsel for Applicant as follows:  

David Yan, Esq. 
Law Offices of David Yan 

136-20 38th Avenue, Suite 11E 
Flushing, New York 11354-4232 

 
 
        
       /Lindsay M. Rodman/   
       Lindsay M. Rodman 
 
 
 
 
 
 






















































































































